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DETAILED ACTION 



Claim Objections 

1 . Claims 1-13 are objected to because of the following informalities: A proper 
transitional phrase (e.g. comprising, consisting, etc.) to claim 1 is suggested to provide 
a clear demarcation between the preamble and body of the claim. Appropriate 
correction is required. 

2. Claims 3-6, 8, 9 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 4 recites the limitation "the insulating cladding". There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 7, 10 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over PG Pub. No. 20030144656 to Ocel, et al., in view of U.S. Patent 
No. 5,944,715 to Goble, etal. 
As to claim 1, Ocel teaches an instrument capable of the unipolar ablation of hear 

tissue, by directing the instrument at heart tissue after an incision has been made, 

comprising: 

• an electrically conductive tube 60 electrically insulated on its outer surface with 
insulating layer 62 (Fig. 3, 1f 39), wherein the tube is a rigid shaft tube since the 
shaft 22 is described as "relatively rigid" (If 34); 

• an electrical connector 28 on the proximal end of the tube which is electrically 
conductively connected to said tube (If 33); 

• a rinse connection 26 on the proximal end of the tube which is in fluid 
communication with a lumen 50 of the tube (Figs. 2 & 3, If 35); 

• and an electrode 44 mounted into the distal end of the tube (Fig. 4A-B) which is 
inherently connected electrically conductively to the tube, and features multiple 
discharge openings 52 which is in communication with the lumen 50 of the tube 
(Fig. 6, If 36). 

Ocel does not expressly teach that the electrode is connected detachably with 
the distal end of the shaft tube. However, Goble teaches an electrosurgical instrument 
with detachable electrodes. Each electrode configuration E1-E5 has unique properties 
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for specific applications. For example, electrode configuration E2 is useful when access 
is needed to remote areas of a joint cavity (col. 1 1 , line 65- col. 2, line 2) and electrode 
configuration E5 is useful for surgeries requiring working channel introduction (col. 1 1 , 
lines 50-53). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to make the electrode detachable from the distal end of the shaft tube in order 
to use the device of Ocel in situations where the electrode properties must be changed 
depending on the particular application (Goble, col. 1 1 , line 65- col. 2, line 2; col. 1 1 , 
lines 50-53). 

As to claim 7, Ocel teaches an electrode configuration wherein a cylindrical 
electrode closes the lumen of the shaft tube into its proximal blind hole which is open to 
the lumen of the shaft tube as shown below. Furthermore, the electrode configuration 
includes three radial discharge openings extending radially from the circumflex of the 
electrode into the blind hole. 




44* 
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As to claim 10, Olcel teaches that the handle is preferably made of suitable 
polymers including rigid plastics fl[ 32). 

As to claim 12, Olcel does not expressly disclose that the cladding is the same 
material (plastic) as the handle. However, Olcel included plastics as one of many non- 
conductive, insulating materials for the handle portion of the device. Thus Olcel had 
many choices for non-conductive materials and it would have been obvious to one of 
ordinary skill in the art at the time of the invention to implement both a plastic handle 
and plastic insulating cladding since it is a matter of preference. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over PG Pub. 
No. 20030144656 to Ocel, et al., in view of U.S. Patent No. 5,944,715 to Goble, et al., 
as applied to claim 1 above, and further in view of U.S. Patent No. 5,634,921 to Hood, 
etal. 

As to claim 2, Ocel does not expressly teach that the electrode is connected to 
the shaft tube by means of an axial plug-in detent. However, the means of connection 
between the electrode and shaft tube can be done in many different ways known by 
those of ordinary skill in the art. For example, Hood teaches a surgical device with an 
electrode tip that has an axial plug-in detent 290 to connect the distal electrode portion 
to the proximal portion of the device (Fig. 18, col. 11, lines 19-20). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to connect the 
electrode to the shaft tube by means of an axial plug-in detent because it is an art 
recognized effective means for mechanically connecting two parts. 
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8. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over PG 
Pub. No. 20030144656 to Ocel, etal., in view of U.S. Patent No. 5,944,715 to Goble, 
et al., as applied to claim 10, and further in view of U.S. Patent No. 6,402,750 to 
Atkinson, et al. 

As to claim 11, Olcel teaches that the handle 20 may include a grip portion 24. It 
is in the form of a pen grip since it is circular in cross section (wraps around the device). 
Olcel does not expressly teach that the grip is directly molded onto the shaft tube. 
However, a molded grip on the shaft of an article to improve manual grip is a common 
practice, as seen in golf clubs, ski poles, and also on surgical devices. For example, 
Atkinson teaches a surgical device with an injection molded grip on the shaft of the 
device (col. 21 , lines 2-4; figure 14A). Thus it would have been obvious to one of 
ordinary skill in the art at the time of the invention to directly mold the grip onto the shaft 
tube since molding grips onto shafts is a common method of implementing a grip onto a 
shaft as seen in the surgical device of Atkinson.. 

9. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over PG 
Pub. No. 20030144656 to Ocel, et al., in view of U.S. Patent No. 5,944,715 to Goble, 
et al., as applied to claim 1 above, and further in view of U.S. Patent No. 6,053,172 to 
Hovda, et al. 
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As to claim 13, the previous references do not expressly teach that the distal 
end of the shaft tube with the electrode is angled between approximately 30 degrees 
and 45 degrees with respect to the centerline of the shaft tube. 

However, Hovda teaches a similar device with a shaft at a 10-30 degree angle to 
the distal tip may be useful for accessing tissue near or in the front portion of the mouth 
or nose. Furthermore, Hovda teaches that the distal portion of shaft is preferably bent to 
improve access to the operative site of the tissue being treated and is preferably about 
30 to 60 degrees and more preferably about 45 degrees. 

Thus it would have been obvious to one of ordinary skill in the art at the time of 
the invention to make the angle between the distal end of the shaft tube of Ocel and the 
center line of the shaft tube of Ocel between 30 degrees and 45 degrees in order to 
improve access to tissue in regions such as the mouth or nose. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN LEE whose telephone number is (571)270- 
1407. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jackson can be reached on 571-272-4697. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/B. U 6/5/2009 
Examiner, Art Unit 4137 

/Sam Chuan C. Yao/ 

Supervisory Patent Examiner, Art Unit 41 1 1 



